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REMARKS 

Claims 1-13 are pending. No amendments have been made by way of the present 
submission, thus, no new matter has been added. Additionally, no new issues have been raised 
which would require additional search and/or consideration on the part of the Examiner. 

In the event that the present submission does not place the application into condition for 
allowance, entry thereof is respectfully requested as placing the application into better form for 
appeal. 

In view of the following remarks, Applicants respectfully request that the Examiner 
withdraw all rejections and allow the currently pending claims. 

Issues under 35 U.S.C. § 103(a) 

The Examiner has rejected claims 1-13 under 35 U.S.C. §103(a) as being obvious over 
Curtze et al., USP 5,945,567 (hereinafter referred to as Curtze '567) in view of Rose et al., USP 
6,576,595 (hereinafter referred to as Rose '595) and Rains et al, USP 5,476,970 (hereinafter 
referred to as Rains '970). Applicants respectfully traverse this rejection. 

Applicants submit that the Rose f 595 reference should be excluded as prior art to the 
present application. For instance, Rose '595 (as cited in the Examiner's 35 U.S.C. § 103(a) 
rejection) qualifies as prior art under 35 U.S.C. §102(e)/l 03(a) as of the U.S. filing date of 
September 23, 2002 and under 35 U.S.C. §102(a)/l 03(a) as of the grant date of June 10, 2003. 
However, Applicants submit that Rose '595 does not qualify as prior art under either 35 U.S.C. § 
102(e) or § 102(a). 

Concerning the possible citation of Rose '595 under 35 U.S.C. §102(e)/l 03(a), Applicants 

point out that a reference available as prior art under 35 U.S.C. §102(e) can be disqualified under 
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35 U.S.C. § 103(c) if such reference is used in a § 103(a) rejection, provided that the subject 
matter (of the cited reference) and the claimed invention were, at the time the invention was 
made, owned by the same person or subject to an obligation of assignment to the same person. 
In the present instance, both Rose '595 and the presently claimed invention were, at the time the 
invention was made, subject to an obligation of assignment to BASF Aktiengesellschaft. 
Therefore, Rose f 595 should be excluded as prior art under the above analysis. 

As evidence of common ownership at the time the invention was made, Applicants 
provide herewith the assignment records for the present application and for the application which 
led to the Rose '595 patent. 

Concerning the citation of Rose '595 under 35 U.S.C. §102(a)/l 03(a), Applicants note 
that Rose '595 granted on June 10, 2003. From a review of the patent family of Rose '595, 
Applicants have also identified, in the patent family of Rose '595, two corresponding 
publications, which are EP 1 295 877 Al (published March 26, 2003) and JP2003-201289 
(published July 18, 2003), front pages attached. Assuming all disclosures to be identical, Rose 
f 595 as well as these two corresponding publications appear to qualify as prior art under 35 
U.S.C. §102(a)/l 03(a) against the present application as of their respective grant or publication 
dates. 

However, the present application claims priority to German application DE 10258669.1, 
filed December 13, 2002, which predates each of these grant or publication dates. Attached 
hereto is a verified English language translation of the German priority application DE 
10258669.1. Since the present claims are fully supported therein, Applicants have perfected their 
right to the date of December 13, 2002, which is the filing date of DE 10258669.1. Therefore, 
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any dates possibly raised under 35 U.S.C. § 102(a)/ 103(a) in the family of Rose '595 are 
removed. 

In view of the above, the disclosure of Rose f 595 is not prior art to the present 
application. The Examiner's rejection therefore fails and should be withdrawn. 

However, ignoring the above deficiency in the Examiner's rejection, Applicants submit 
that the present claims are still patentable and therefore herein incorporate all previously 
submitted arguments. Additionally, Applicants take this opportunity to address issues raised by 
the Examiner in the outstanding Office Action. 

Applicants request that the Examiner specifically consider a point raised in the previous 
response. In particular, by utilizing each of the presently claimed process parameters, it has been 
surprisingly found that, within the framework of the present invention, substantial advantages 
can be achieved in the preparation of benzophenones, such as shorter reaction times at high 
yields. A further advantage of the present process is that, in contrast to known processes, it is 
possible to only synthesize the wanted triclinic form of the compounds. Known processes result 
in unwanted mixtures from usually two modifications (see present application, page 4, lines 16 to 
19). 

Applicants have already provided numerous arguments to support the fact that the 
Examiner has failed to present a prima facie case of obviousness. However, the above point is 
important to consider since according to the present invention, as compared to known processes, 
it is possible to synthesize only the wanted triclinic form of the compounds, whereas known 
processes result in unwanted mixtures. These results are completely unexpected based upon the 
prior art and thus rebut any hypothetical prima facie case of obviousness. 
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In view of the above, Applicants respectfully request that the Examiner withdraw all 
rejections and allow the currently pending claims. 

If the Examiner has any questions or comments, please contact Craig A. McRobbie, 
Registration No 42,874 at the offices of Birch, Stewart, Kolasch & Birch, LLP. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to our Deposit Account No. 02-2448 for 
any additional fees required under 37 C.F.R. § 1.16 or under § 1.17; particularly, extension of 



time fees. 



Dated: March 23, 2007 



Respectfully submitted, 



B y y^VCK^ 
Craig A. McRobbie 
Registration No.: 42,874 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 




Attachments: USPTO Assignment Records for Rose '595 and present application, 
Front pages from EP 1 295 877 Al and JP2003-201289 A, and 
Verified English translation of DE 102 58 669.1 
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